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Part I THE FOLLOWING ATTACHMENT^} ARE PART OF THIS ACTION: 

1. ^ Notice of References Cited by Examiner, FTO-692. 2. □ Notice re Patent Drawing, P 

3. □ Notice of Art Cited by Applicant. PTO-1449 4. □ Notice of informal Patent Af 

5. □ Information on How to Effect Drawing Changes, PTO-1474 6. □ 

Part II SUMMARY OF ACTION 

1. 52 Claims 



Of the above, claim* 



re pending in the applies 



4. £g Claims / — ^ 3 

5. □ Claims 

S. □ Claims . 

9. □ The corrected or substitute drawings have been received 
| | not acceptable (see explanation). 



. These drawings are □ acceptable; 



. □ The r ~J proposed drawing corre 



sr. (~J disapproved by the examiner (see explanation). 



see explanation). However, 
INFORMATION ON HOW TO 



12. □ Acknowledgment is made 

13. [~J since tms aPPl'cation ap 



er Ex parte Quayle, 1935 CD. 11: 453 O.G. 213. 
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Art unit !e07 

Tuv Gioup and/or Arl Unit location of your application in tlie PTO has 
,:iWiv*a To aia in correlating any papers for this application, all further 
regarding this application should be directed to Group 160 

Art Unit 1507. 

E:r? minor notaz that in E I du Pontde Hemours & lo. v. '.ems iciix, 19 
'JSP02d 1 1 74 at 1 IAS <N D Ca. 10Q l), the court indicated that grant proposals 
r,-i rhA I'jiH and NS? were onor art due to the requirements of the Freedom of 
i morn, anon Act. (see eSCFR SSierseq and %t>\2 etseq ). This may be of 
some interest to ao&ucanis m satisiyine jw C.F.R. 00. 

Applicants, are requested to look, over the specification and correct any 
minor errors. 



in Class i-o subclass 2di & y*]. 

The inventions are distinct, each from the other because of the 

i n »ul i-j 1.11 i.i -nt ii 1 Jlld L oil- l"idt> d-.DH Jll 1 dpfJldtUo. 

1 t ir rn n - n m ii« di rm 1 11 it r , n t m q r-n * 1 t -ltj.er ' 1) 

the -roc??? as claimed cc.r. be practiced by another materially different 
apparatus or bv nana, or (2) the apparatus as claimed can be used to 
Dracuce aaoiner ana materially aifferent process. UvIPEP ouo.u^ie/;. in this 

* - pri ^ l.imsH -ti h«a prartirdcl h< T h Mid ^ nnmrw) 11 it m th^ 



•r^ ^ ^_t>->,-,^ ^-t„- . n th crt N-~u r n th r 

t subject matter and different classification, as well as the fact that 
ii required for Group i is not required for Group II. restriction for 



1 



o 



i viM/: a nrovisional paction was made with traverse to ptosecute tiie 
ention of Group i, claims \-2\. Affirmation of this election must be made 
applicant, in responding to this Office action. Claim 2eis vathdrawn from 
lhe: ^uiioiue: iilioii bv the Eicaminer. S7 CFR l.i42!b}. as being drawi to a 
•^i^tea invention Anpiicants have indicated that the instant application 
, ^«t !n y 3 t:on vi 07/64 which is a continuation of 07/ ! 26.920. in 



".pplK-^rj is reminded th?t upon the cancellation 01 claims to a non- 
^lec'-ed invention, the inventorship must be amended m compliance with 37 
CFR 1 46(b) if one or more of Uie currently named inventors is no longer an 
_ inventor of sr. least one claim remaining in the application. Any amendment 

ffl t , !r , n ^chin nvy .t j. 0 3 , ^.n'p?!i!" i by 5 -Wig^ly -nl- 1 r otitic n und*r 

a CFP. 1.46(b) and by the fee required under 11 CFR 1. 17(h). 

m claims !-2.-; are rejected under 35 U.S.C. S 112, second paragraph, as 

O 

pj Claim 1 and others recite "support capable of specifically associating 

vviUi ihe Urgel uiidei binding conditions" which is vague and indefinite 
uinor.uxiai larwiaro describing a chemical moiety by what it does rather than. 
*y what it is structurally; therefore it is impossible to know what is and 
- lV -ji£t js not claimed. Claim 6 recites "probe" which is vague and indefinite: 
do auviicanls intend a specific nucleic acid sequence which will piobe 
tfirouvn nybridization or is something else intended "> claim 6 also is phrased 
m functional language. Claim 10 recites "transcriptase" which is vague and 
indefinite: was "reverse transcriptase" contemplated? Claim 1 1 and others 
recite "ncii -specific oligonucleotide primer" which is vague and indefinite, 
uami i : . Arid omers recite 'substantially separating" which is vague and 
indefinite Claim 2 \ recites "capable of binding to a retrievable support" 

":<?U:ev.sbie support" bat il is not cleat what support would not be 
r«r.n«y*.bie- thus it is contusing. It also recites "reagents adapted to be 
•:,r.r-.;,i^ to said removal product" which is vague and indefinite. Claim 22 
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t forth in Ulis Office action 



a patent may- not be obtained though the invention is not identically 
*sos*a or aescnbea as set forth m section ;02 of mis title, if me 

ll<- <-lK<- r-L, r~ i 11- 1- mattfrl k,UcIlttv - t>-n *- i UK. JlC 

■ v : itiL.n^ iudi Uul Hie iabi^cl iUciLUr: as a whole would liave been 
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aliis when taken with any one of Moss et ai, :tabinsl:y or Engelhardt 

t - i ' 1 i<-I t - V 1 F I J "U Ji - r U l i II >H if 



y reference teaches uNA amplification and 



ererences an teach the 



tatography in its. ability ro isolate specific 
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q Laiuiiiw uvLws that vv oou «t ai.. Noy«s et ai., out Shih et ai.. which 
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J m« t» ti ii ft i Er" lhailt t i i Hi -Mini 

yj t » F ) p> cun It oc I * ill 

•) J3 No claim i? allows . 




PER [.v. FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM THE DATE OF 
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GROUP 180 
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0 BOTTOM EDGES, SNAP— APART AND DISCARD CARBON 



FORM PTO-892 U.S. DEPARTMENT OF COMMERCE 

NOTICE OF REFERENCES CITED 




GROUP ART UNIT 

//V-7 


ATTACHMENT 







U.S. PATENT DOCUMENTS 




FOREIGN PATENT DOCUMENTS 



0 0\1 7^37-3 



OTHER REFERENCES (Including Author, Title, Date, Pertinent Pages, Etc.) 



to**/ jL^^s~Js±Sa&- 



' A copy of this reference is not being furnished with this office actior 
(See Manual of Patent Examining Procedure, section 707.05 (a).) 



NOTICE OF DRAFTSMAN'S PATENT DRAWING REVEW 



5 :c me instr .ctiocs 



. Paper ana ink. 3; CFR .34(3) 
i "i Poor Qualitv Paw f-. susi se 



di g r Lr i 8V) 



s t. iiies. ai'« Margins. j<' CFn ;.6> 
Acceptable Paper Sizes and Margi 




iblj Line Hatching No? Allowed. 



Parts in Section Must be Hatched 
Properly. Fig's* 



6. Rcie^e/jperCSiaracters. 37 CFR 1.84(f) 
Reference Characters Poor or Sough 
,rred. F;g(sl ^^2_. 



jZlop C Right 



3. Character of Lines. 37 CFP. 1.84(c) 
<_g'Lines Pale, Roughacd 3lurrefl. or 
Jaggea. Fig(s)_f~f -r- _ 

□ Solid Black Shading Not Allowed. 
Fig(s) 



4. 3 Photographs Not Approved. 
Q] Comments: 



!_! Figures Must Not bo Connected 

Figfs).. ___ 

8. Id5r.!itir.aiiui- of Dn«',;s. 37 CFR t.S4(i) 

txtransous Matter or Copy Machine 
Marks Not Allowed. Fiq(s) 

9. L_J Changes Not Completed from Pror 

FTO-S48 dated 



Telephone inquires concerning this review should be directed to the Chief Draftsmen at telephaneflumber (703) 557-6404. 



/iew should 

M 



iraftsms n at 



